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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 9/9/04 have been fully considered but they are not 
persuasive. On page 27 of the Response, Applicant argues that "Brewer does not disclose or 
suggest a mobile terminal that detects whether the mobile has moved from the network." 
However, Applicant recognizes that in Brewer the user dictates to the mobile terminal that it is in 
a new network. The limitation of claim 1 only requires that the move manager in the mobile 
terminal detect whether the mobile terminal has moved. The limitation does not specify how this 
detection occurs. Therefore, Examiner asserts that, as broadly defined, Brewer discloses a move 
manager that detects whether the mobile terminal has moved where the detection is based on an 
input from the user. 

2. Examiner notes that Applicant implies that the detection must occur automatically. 
However, it is obvious to one of ordinary skill in the art to automate a manual activity. MPEP § 
2144.04(111). Since Brewer discloses that the detection occurs through a manual process, it would 
have been obvious to have the mobile terminal automatically detect whether the mobile terminal 
has moved. 

3. On page 29, Applicant argues that there is "no motivation for combining Brewer and 
Sharony as suggested by the Examiner." In response to applicant's argument that there is no 
suggestion to combine the references, Examiner recognizes that obviousness can only be 
established by combining or modifying the teachings of the prior art to produce the claimed 
invention where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
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See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir. 1992). In this case, while Brewer does not expressly disclose that 
the second network can be an ad hoc network where an ad hoc network is a temporary network 
formed of only plural terminals, Brewer does disclose that the second network can be wireless 
(col. 5, line 47-col. 6, line 21); that the second network can be of various configurations and 
types (col. 6, lines 22-39); and that the second network needs only to have the ability to transmit 
a terminal address (IP address) and network address (subnet mask) to a newly connected 
computer (col. 8, lines 12-37). Sharony teaches, in an ad hoc network (network with dynamically 
changing topology), that an ad hoc network has the ability to transmit a terminal address and 
network address to a newly connected computer in order to provide a network where nodes can 
change network affiliation dynamically (col. 2, lines 9-26; col. 5, line 36-col. 6, line 14; and col. 
6, lines 33-44), where the ad hoc network is a network temporarily formed of only plural 
terminals (col. 1, lines 18-23). Thus, Examiner maintains that it would have been obvious to one 
of ordinary skill in the art at the time of the invention to use an ad hoc network as the second 
network in order to allow mobile terminals to be able to dynamically enter and leave a network 
in which a wired backbone does not exist. With the motivation being an ad hoc network allows 
for a dynamic architecture. 

4. Given the above arguments, Examiner maintains the rejection of claims 1-7 and 9. 

5. If Applicant does not traverse the Examiner's assertion of official notice or Applicant's 
traverse is not adequate, then the common knowledge or well-known in the art statement is taken 
to be admitted prior art because Applicant failed to traverse the Examiner's assertion of official 
notice or that the traverse was inadequate (see MPEP §2 144.03(c)). 



Application/Control Number: 09/576,920 Page 4 

Art Unit: 2665 

Election/Restrictions 

6. Newly submitted claim 15 is directed to an invention that is independent or distinct from 
the invention originally claimed. Claim 15 is directed to a mobile terminal which connects to an 
ad hoc network through another terminal having the shortest connection time. Claims 1-10 are 
directed to a mobile terminal which connects to an ad hoc or a infrastructure network. Therefore 
claim 15 and claims 1-10 are independent since these claim 15 and claims 1-10 have separate 
utility. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claim 15 is withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-3, 5-7, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Brewer et al (USPN 5,918,016) in view of Sharony (USPN 5,652,751). 

9. Regarding claim 1, Brewer discloses a mobile terminal that can be connected in a mobile 
mode between an infrastructure network and an second network (col. 4, lines 27-62), said 
infrastructure network being a permanent network interconnected via a relay node (col. 5, line 
47-col. 6, line 64 and col. 7, lines 20-58), said second network being a network formed of plural 
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terminals (col. 5, line 47-col. 6, line 64 and col. 8, line 37-col. 9, line 35), said infrastructure 
network having plural mobile terminals, relay nodes, and a server which provides information 
needed for connection of mobile terminals (col. 5, line 47-col. 6, line 64 and col. 8, line 37-col. 
9, line 35); and wherein an infrastructure network connection procedure and an second network 
connection procedure are configured in an integrated mode in an address management process 
(col. 4, lines 28-62), a connection network identification process (col. 9, lines 21-35) and a 
destination address capture process which are needed when said mobile terminal is connected to 
a network to establish communications (col. 11, lines 45-56) where "an EP address of one or 
more machines providing name services" is taken to indicate a destination address capture 
process; wherein each process including steps of identifying whether a network to which said 
mobile terminal is connected is a second network or infrastructure network and then using a 
procedure corresponding to the connected network (col. 4, lines 27-62 and col. 9, lines 21-35); 
and wherein a move manager detects whether the mobile terminal is moved from at least one of 
the ad hoc network and the infrastructure network (col. 12, line 55-col. 13, line 12). 

Brewer does not expressly disclose that the second network can be an ad hoc network 
where an ad hoc network is a temporary network formed of only plural terminals. Brewer does 
disclose that the second network can be wireless (col. 5, line 47-col. 6, line 21); that the second 
network can be of various configurations and types (col. 6, lines 22-39); and that the second 
network needs only to have the ability to transmit a terminal address (IP address) and network 
address (subnet mask) to a newly connected computer (col. 8, lines 12-37). Sharony teaches, in 
an ad hoc network (network with dynamically changing topology), that an ad hoc network has 
the ability to transmit a terminal address and network address to a newly connected computer in 
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order to provide a network where nodes can change network affiliation dynamically (col. 2, lines 
9-26; col. 5, line 36-col. 6, line 14; and col. 6, lines 33-44), where the ad hoc network is a 
network temporarily formed of only plural terminals (col. 1, lines 18-23). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use an ad hoc network as 
the second network in order to allow mobile terminals to be able to dynamically enter and leave 
a network in which a wired backbone does not exist. 

10. Regarding claim 2, Brewer discloses a mobile terminal that can be connected in a mobile 
mode between an infrastructure network and a second network (col, 4, lines 27-62), said 
infrastructure network being a permanent network interconnected via a relay node (col. 5, line 
47-col. 6, line 64 and col. 7, lines 20-58), said second network being a network formed of plural 
terminals (col. 5, line 47-col. 6, line 64 and col. 8, line 37-col. 9, line 35), said infrastructure 
network having plural mobile terminals, relay nodes, and a server which provides information 
needed for connection of mobile terminals (col. 5, line 47-col. 6, line 64 and col. 8, line 37-col. 
9, line 35), said mobile terminal comprising: a. receive packet input means for inputting as, a 
receive packet a packet transmitted onto a communication medium configuring a network to be 
connected (col. 9, lines 21-35); b. transmission packet output means for transmitting a 
transmission packet onto said communication medium (col. 9, lines 21-35); c. means for 
inputting an opposite communication party's name of said mobile terminal itself (col. 11, lines 
45-56) where it is implicit from "an IP address of one or more machines providing name 
services" that there is a means for inputting an opposite communication party's name; d. means 
for outputting a destination address corresponding to said opposite communication party's name 
(col. 11, lines 45-56) where it is implicit that communication in the network occurs through 
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destination addresses such that a destination addresses is output corresponding to the opposite 
communication party's name when the device issues a packet for the opposite party; e. address 
management means for receiving said receive signal, for identifying whether or not said network 
to be connected is said infrastructure network or a second network, and for transmitting said 
transmission packet which captures and manages an address used in said network (col. 4, lines 
27-62; col. 8, lines 12-37; and col. 9, lines 21-35); f destination address capture means for 
receiving said receive signal, for identifying whether or not said network to be connected is said 
infrastructure network or ad hoc network, for outputting said transmission packet to capture said 
destination address corresponding to said opposite communication party's name, and for 
obtaining a destination address of said opposite communication party's name (col. 4, lines 27-62; 
col. 8, lines 12-37; col. 9, lines 21-35; and col. 11, lines 45-56) where "an IP address of one or 
more machines providing name services" is taken to indicate a destination address capture 
process; and g. move management means for receiving said receive packet and outputting said 
transmission packet to manage whether or not said movable terminal itself has moved from said 
network to be connected to another network (col. 12, line 55-col. 13, line 12). 

Brewer does not expressly disclose that the second network can be an ad hoc network 
where an ad hoc network is a temporary network formed of only plural terminals. Brewer does 
disclose that the second network can be wireless (col. 5, line 47-col. 6, line 21); that the second 
network can be of various configurations and types (col. 6, lines 22-39); and that the second 
network needs only to have the ability to transmit a terminal address (EP address) and network 
address (subnet mask) to a newly connected computer (col. 8, lines 12-37). Sharony teaches, in 
an ad hoc network (network with dynamically changing topology), that an ad hoc network has 
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the ability to transmit a terminal address and network address to a newly connected computer in 
order to provide a network where nodes can change network affiliation dynamically (col. 2, lines 
9-26; col. 5, line 36-col. 6, line 14; and col. 6, lines 33-44), where the ad hoc network is a 
network temporarily formed of only plural terminals (col. 1, lines 18-23). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to use an ad hoc network as 
the second network in order to allow mobile terminals to be able to dynamically enter and leave 
a network in which a wired backbone does not exist. 

1 1 . Regarding claim 3 , referring to claim 2, Brewer in view of Sharony discloses that the 
address management means comprises: a. ad hoc/ infrastructure network identification means for 
identifying whether or not a network to be connected by said mobile terminal itself is said 
infrastructure network or said ad hoc network in response to said receive packet (Brewer: col. 9, 
lines 21-35 and Sharony: col 5, line 36-col. 6, line 14 and col. 6, lines 33-44), for outputting a 
network identification signal representing a network to which a network to be connected by said 
mobile terminal itself is connected, for outputting an infrastructure network connection signal 
when said network to be connected is said infrastructure network, and for outputting an ad hoc 
network connection signal when said network to be connected is said ad hoc network (Brewer: 
col. 9, lines 21-35 and Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44) where it is 
implicit that the device will notify all parts within the device as to in which network the device is 
operating; b. infrastructure network address management means for receiving said receive packet 
and said infrastructure network connection signal, for outputting necessary transmission data as 
said transmission packet, and for managing an address used by said mobile terminal itself when a 
network to be connected by said mobile terminal itself is an infrastructure network (Brewer: col. 
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9, lines 21-35); c. ad hoc network address management means for receiving said receive packet 
and said ad hoc network connection signal, for outputting necessary data as said transmission 
packet, and for managing an address used by said mobile terminal itself when said network to be 
connected by said mobile terminal itself is an ad hoc network (Sharony: col. 5, line 36-col. 6, 
line 14 and col. 6, lines 33-44); and d. a switch for receiving said network identification signal, 
said transmission packet from said infrastructure network address management means, and said 
transmission packet from said ad hoc network address management means, for selectively 
outputting said transmission packet from said infrastructure network address management means 
by said network identification signal when a network in a connection state to said mobile 
terminal itself is an infrastructure network, and for selectively outputting said transmission 
packet from said ad hoc network address management means when said network in a connection 
state is an ad hoc network (Brewer: col. 4, lines 27-62; col. 8, lines 12-37; and col. 9, lines 21-35 
and Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44). 

12. Regarding claim 5, referring to claim 3, Brewer in view of Sharony discloses that the ad 
hoc network address management means comprises: a. ad hoc network/ network address 
management means for receiving said receive packet and said ad hoc network connection signal, 
outputting a message requesting a network address containing a network address used in a new 
ad hoc network when a new ad hoc network is configured for connection as said transmission 
packet (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44) and a message 
representing a spent network address when said ad hoc network/ network address request 
message containing said spent network address in an ad hoc network connected by said mobile 
terminal itself has been received (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44) 
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where neighbor nodes transmit messages concerning addresses availability/unavailability, 
capturing a network address of an ad hoc network to which said mobile terminal itself is 
connected, based on said receive packet (Sharony: col. 5, line 36-col, 6, line 14 and col. 6, lines 
33-44), outputting a network address captured signal representing that the captured network 
address and the network address have been captured, and managing said captured network 
address not to be used in an overlap mode (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, 
lines 33-44); and b. an hoc network/ terminal address management means for receiving said 
receive packet, said ad hoc network connection signal, said captured network address, and said 
network address captured signal, outputting as said transmission packet a message requesting a 
terminal address list being used in said ad hoc network when said mobile terminal is connected 
to an existing ad hoc network and a message containing said terminal address list held by said 
mobile terminal itself in response to said address list requesting message (Sharony: col. 5, line 
36-coL 6, line 14 and col. 6, lines 33-64), capturing a terminal address used in ad hoc network to 
be connected by said mobile terminal itself, based on said receive packet and said ad hoc 
network connection signal, and acknowledging a terminal address to be used in said ad hoc 
network connected by said mobile terminal itself (Sharony: col. 5, line 36-col. 6, line 14 and col. 
6, line 33-col. 7, line 9). 

13. Regarding claim 6, referring to claim 2, Brewer in view of Sharony discloses that the 
destination address capture means comprises: a. ad hoc/ infrastructure network identification 
means for receiving said receive packet, identifying whether or not a network to which said 
mobile terminal is connected is said infrastructure network or said ad hoc network (Brewer: col. 
9, lines 21-35 and Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44), outputting a 
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network identification signal representing a network to be connected to a network connected by 
said mobile terminal (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44), outputting 
an infrastructure network connection signal when said network to be connected is said 
infrastructure network, and outputting an ad hoc network connection signal when said network to 
be connected is said ad hoc network (Brewer: col. 9, lines 21-35 and Sharony: col. 5, line 36-col. 
6, line 14 and col. 6, lines 33-44) where it is implicit that the device will notify its constituent 
parts as to which network it is currently connected; b. a first switch for receiving the name of 
said opposite communication party's name of said mobile terminal itself and said network 
identification signal and selecting a destination of said opposite communication party's name 
based on said network identification signal (Brewer: col. 11, lines 45-56 and Sharony: col, 5, line 
36-col. 6, line 14 and col. 6, lines 33-44); c. infrastructure network/ destination address capture 
. means for receiving said infrastructure network connection signal and said opposite 
communication party's name, transmitting a message requesting a terminal address 
corresponding to said communication opponent's name, detecting a message containing a 
terminal address corresponding to said opposite communication party's name from said receive 
packet, and outputting said terminal address corresponding to said opposite communication 
party's name (Brewer: col. 11, lines 45-56); d. ad hoc network/ destination address capture means 
for receiving said ad hoc network connection signal and said opposite communication party's 
name, transmitting a message requesting a terminal address corresponding to said opposite 
communication party's name, detecting a message containing a terminal address corresponding 
to said opposite communication party's name from said receive packet, and outputting said 
terminal address corresponding to said opposite communication party's name (Sharony: col. 5, 
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line 36-col. 6, line 14 and col. 6, lines 33-44); e. a second switch for selectively outputting a 
terminal address corresponding to said opposite communication party's name captured by said 
infrastructure network/ destination address capture means and a terminal address corresponding 
to said opposite communication party's name captured by said ad hoc network/ destination 
address capture means, based on said network identification signal (Brewer: col. 11, lines 45-56 
and Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44); and f. a third switch for 
selectively transmitting a message requesting a terminal address corresponding to said opposite 
communication party's name captured by said infrastructure network/ destination address capture 
means and a message requesting a terminal address corresponding to said opposite 
communication party's name captured by said ad hoc/ destination address capture means, based 
on said network identification signal (Brewer: col. 11, lines 45-56 and Sharony: col. 5, line 36- 
col. 6, line 14 and col. 6, lines 33-44). 

14. Regarding claim 7, referring to claim 6, Brewer in view of Sharony discloses that the ad 
hoc network/destination address capture means comprises: a. destination terminal address 
detection means for receiving said network identification signal, starting up when a connection 
network of said mobile terminal itself is an ad hoc network, receiving said receive packet and 
said opposite communication party's name, outputting the terminal address of said opposite 
communication party's name by detecting a destination address message containing 
correspondence relationships between said opposite communication party's name and said 
opposite communication party's terminal address from said receive packet, and outputting a 
terminal address capture signal of said opposite communication party (Sharony: col. 5, line 36- 
col. 6, line 14 and col. 6, lines 33-44); b. destination terminal address request message output 
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means for receiving said opposite communication party's name, broadcasting as said 
transmission packet a message requesting the correspondence relationship between said opposite 
communication party's name and said opposite communication party's terminal to a 
communication medium in which a connection network of said mobile terminal itself configures 
an ad hoc network, and outputting a timer start-up signal (Sharony: col. 5, line 36-col. 6, line 14 
and col. 6, lines 33-44) where Examiner takes official notice that timers are well known in the art 
to measure a time-out period; c. a timer for starting measuring a predetermined period of time in 
response to said timer start-up signal, ceasing measurement of said predetermined period of time 
when a terminal address capture signal of said opposite communication party is received during 
measuring said predetermined period of time, and outputting a time-out signal representing a 
timeout when the measurement of said predetermined period of time ends (Sharony: col. 5, line 
36-col. 6, line 14 and col. 6, lines 33-44) where Examiner takes official notice that timers are 
well known in the art to measure a time-out period; d. terminal address non-capture detection 
means for outputting a terminal address non-capture signal representing that a terminal address 
corresponding to said opposite communication party's name cannot be captured, when said 
time-out signal is received (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44) where 
Examiner takes official notice that timers are well known in the art to measure a time-out period; 
e. a control circuit for outputting a switch control pulse that selects said terminal address 
non-capture signal when said time-out signal is input and selects a terminal address capture 
signal of said opposite communication party when a terminal address capture signal of said 
opposite communication party is input (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 
33-44) where Examiner takes official notice that timers are well known in the art to measure a 
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time-out period; f. a switch for selectively outputting said terminal address non-capture signal or 
said terminal address capture signal of said opposite communication party, based on said switch 
control pulse (Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44) where Examiner 
takes official notice that timers are well known in the art to measure a time-out period; g. 
destination terminal address request message detection means for detecting said destination 
terminal address request message in response to said receive packet and then outputting said 
destination address message transmission request signal when said destination terminal address 
request message requests a terminal address to the name of said mobile terminal itself (Sharony: 
col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44); and h. destination terminal address message 
transmission means for broadcasting as said transmission packet said destination terminal 
address message containing its own terminal address to a communication medium in which a 
connection network of said mobile terminal configures an ad hoc network, when said destination 
address message transmission request signal is input (Sharony: col. 5, line 36-col. 6, line 14 and 
col. 6, lines 33-44). 

15. Regarding claim 9, referring to claim 2, Brewer in view of Sharony discloses that the 
mobile management means comprises: a. network advertisement request message transmission 
means for detecting said infrastructure network advertisement message or said ad hoc network 
advertisement message containing a network address of a network to which said mobile terminal 
is connected, in response to said receive packet, detecting that said mobile terminal has been 
moved to a different network when said infrastructure network advertisement message or said ad 
hoc network advertisement message cannot be received for a predetermined period of time, and 
transmitting said infrastructure network advertisement message or said ad hoc network 
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advertisement request message requesting the network address of said network (Brewer: col. 9, 
lines 21-35 and col. 9, lines 39-52 and Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33- 
44) where a time-out is implicit; and b. ad hoc network advertisement means for receiving said 
receive packet when a network to which said mobile terminal is connected is an ad hoc network, 
and transmitting said ad hoc network advertisement message representing the presence of said ad 
hoc network in cooperation with another mobile terminal connected to said ad hoc network 
(Sharony: col. 5, line 36-col. 6, line 14 and col. 6, lines 33-44). 

Allowable Subject Matter 

16. Claim 4 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The prior art does not disclose or fairly suggest steps (c)-(k). 

1 7. Claim 8 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The prior art does not disclose or fairly suggest steps (c)-(h). 

18. Claim 10 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. The prior art does not disclose or fairly suggest steps (c)-(i). 

Conclusion 

19. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Belanger et al (USPN 5,729,680) see col. 2, lines 9-28; col. 4, line 62-col. 5, line 15; 
col. 10, lines 46-col. 11, line 14; col. 13, lines 9-25; col. 13, lines 36-50; col. 25, line 50-col. 26, 
line 37; and col. 26, lines 56-65 which pertains to a wireless network where a mobile unit can 
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roam from an infrastructure to an ad hoc network. Perkins (USPN 5,412,654) see entire 
document which pertains to exchanging routing information in an ad hoc network. Messenger 
(USPN 5,276,680) see entire document which pertains to registering a wireless device in an 
infrastructure network. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel J. Ryman whose telephone number is (571)272-3 152. The 
examiner can normally be reached on Mon.-Fri. 7:00-4:30 with every other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy Vu can be reached on (571)272-3155. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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